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DETAILED ACTION 

Response to Arguments 

Applicant's arguments filed 12/24/08 have been fully considered but they are not 
persuasive. 

After a careful examination of the Applicant's arguments and the review of the interview 
conducted on November 26, 2008, at the time of the interview, the Examiner though that the new 
limitations would overcome the prior art but after a careful examination of the limitations the 
Examiner believes that the prior art still reads on the new limitations of the claims after a new 
approach made by the Examiner (shown below). 

Regarding claims 19-23, 42-51, 52-59, 60-74 and 75, the examiner still believes that the 
103 rejection made by the Muhlhausler et al US Patent 6,524,342 (from this point is the '342 
patent) patent is proper. The Applicant's representative argues that the '342 patent design is not 
capable of removing the shaft 10 from the patient without removing both the body and the head 
because as shown in Figures 1 and 2 the head 40 has to be removed from the neck 32 in order to 
insert a tool through aperture 34 and remove shaft 10. Nowhere in the specification disclose the 
above, however, the Examiner believes that what the Applicant's representative disclose it might 
be true. However, the Examiner wants to point out that the above language phrase "removing 
the shaft...." is broad enough that the Examiner can interpret the above language as follow: the 
Applicant's representative has not positively claimed the location from where the head and the 
body are not removed. The Examiner believes that the '342 reference is capable of reading the 
claimed language because if the head is dislodged from the neck 32 and held inside the patient's 



Application/Control Number: 10/730,606 
Art Unit: 3774 



Page 3 



body, then the shaft 10 can be removed from the patient without removing the body 30 and the 
head 40 from inside the patient's body. 

Regarding the Dwyer reference, the Examiner still believes that the rejection is proper. 
For example, element 14 is capable of being held inside the patient's intramedullary canal while 
element 12 is dislodged from the shaft 18 and the head 16. When the head 16 is dislodged from 
element 12 the head is capable of been held inside the patient's body while element 12 and 
element 18 are removed. For the above reasons the examiner believes that the previous rejection 
is proper. 

NOTE: the Examiner wants to point out that there are additional ways that the examiner 
can interpret the claims and the prior art. 

Finally, the Examiner added a new rejection with respect to independent claim 19 if the 
Applicant's representative tries to add new limitations to the claim claiming that the head and the 
body are all the time connected with each other while the shaft is removed. 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1 (2) of such treaty in the English language. 

Claims 42-48, 50, 52-56, 58-65, 67-69, 73, and 74 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Dwyer et al US Patent 7,122,056. 
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Dwyer et al discloses an implant having a body (100) having a central canal (36) and 
coupled to an articular surface (ball connected to neck element 26, element 26 is connected to 
insert 12 and the other surface of the insert 12 is connected to the central canal (36) of body (14); 
a shaft (18) is coupled to the body and the shaft can be removed from the patient after 
implantation of the prosthesis without removing the body. 

Additionally, the device is configured for replacing a hip joint or is capable of being 
inserted into a shoulder joint. Additionally, the shaft can be called a nail. 

Finally, the modular joint of the Dwyer et al reference has a plurality of different shafts 
(18), see Figs. 1, 5, 6, 12A and 13 that arc capable of being replaced in the embodiment of Figure 
5. Also, if the shaft (18) of the embodiment of Figure 5 is damaged, the shaft (18) can be 
replaced by a new shaft. 

Regarding claims 50, 5 1, 56, 57, element 48 is the insert. 

Regarding claims 44, 45, 55, 63 and 64, see element 32 in Figure 5. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 49, 51, 57, 66, 70-72 and 75 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Dwyer et al US Patent 7,122,056. 

Dwyer et al discloses the invention substantially as claimed. However, Dwyer et al does 
not disclose a locking element configured to be screwed into the central canal to lock the first 
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shaft in place and does not disclose a shaft removal device configured to remove the first shaft 
from the central canal. 

Regarding the shaft removal, it would have been obvious to one having ordinary skill in 
the art at the time the invention was made to modify the Dwyer et al reference by using a 
delivering tool, such as a pliers, in order to insert or remove the prosthetic shaft. 

The Dwyer et al is silent regarding the opening and closing of the access aperture, 
however, it is an inherent characteristic to open the patient's body in order to replace a damage 
joint and close the patient's body after the surgeon finished fixing the damaged joint. 

Regarding the length of the first and second shafts, Dwyer et al discloses the claimed 
invention except for the teaching of having different shafts length. It would have been an 
obvious matter of design choice to have a plurality of modular shafts with different lengths, since 
such a modification would have involved a mere change in the size of a component. A change in 
size is generally recognized as being within the level of ordinary skill in the art. In re Rose, 105 
USPQ 237 (CCPA 1955). 

Regarding claims 51, 57, and 66, it would have been obvious to one having ordinary skill 
in the art at the time the invention was made to modify the taper interlock of element 12 with the 
taper cavity of element 14 by a threaded cavity with a threaded post in order to make a strong 
and fixed connection between two structures. 

Claims 19-23, 42-51, 52-59, 60-74 and 75 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Muhlhausler et al 6,524,342 Bl. 

Muhlhausler et al discloses an implant having a body (30) having a central canal (34) and 
coupled to an articular surface; a shaft (10) is coupled to the body and the shaft can be removed 
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from the patient after implantation of the prosthesis without removing the body and a locking 
element (20 or 15). 

However, Muhlhausler et al does not disclose the step of creating an access aperture, 
removing a shaft and replaced it with a second shaft and closing the access aperture. 

Regarding the opening and closing of the access aperture, it is an inherent characteristic 
of insertion of implant within the human body to create an access aperture before the implant is 
inserted and then closing the same aperture after the implantation is completed. 

Regarding the removal of a shaft and replacement of a second shaft, the device is capable 
of being replaced by a second shaft without removing both the body and the head is required. 
The specification clearly disclose that the shaft can be loosened during operation in order to 
adjust the shaft length or the rotation position of the shaft, therefore, if necessary the shaft is 
capable of being replaced if the shaft is damage, or get loosened in the intramedullary canal or 
the patient needs a longer shaft. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the steps above for the purpose of replacing an old shaft by a new 
one. 

Regarding claims 42-51; 52-59 & 60-74, Muhlhausler et al does not disclose a plurality 
of shafts. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have a modular implant having a plurality of different shafts in order to 
select the appropriate shaft for each patient. Additionally, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to have a aplurality of 
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different shafts capable of being replaced if the shaft is damage, or get loosened in the 
intramedullary canal or the patient needs a longer shaft. 

Regarding claims 44, 45, 55 & 63-64, it would have been obvious to one having ordinary 
skill in the art at the time the invention was made to modify the threaded connection of the shaft 
with the body with a Morse taper connection because at the time the invention was made, it 
would have been an obvious matter of design choice to a person of ordinary skill in the art to 
modify the threaded connection with the Morse taper connection because Applicant has not 
disclosed that by having a Morse taper connection provides an advantage, is used for a particular 
purpose, or solves a stated problem. One of ordinary skill in the art, furthermore, would have 
expected Applicant's invention to perform equally well with the threaded connection because it 
would perform equally as well. 

Therefore, it would have been an obvious matter of design choice to modify Muhlhausler 
et al reference to obtain the invention as specified in claims 44 & 45. 

Claims 19-23, and 42-75 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Muhlhausler et al 6,524,342 Bl in view of Dwyer et al US Patent 7,122,056 B2. 

Muhlhausler et al discloses an implant having a body (30) having a central canal (34) and 
coupled to an articular surface; a shaft (10) is coupled to the body and the shaft can be removed 
from the patient after implantation of the prosthesis without removing the body and a locking 
element (20 or 15). 

However, Muhlhausler et al does not disclose the step of creating an access aperture, 
removing a shaft and replaced it with a second shaft and closing the access aperture and is not 
capable of removing the shaft 10 without removing the head 40 from the body 30. 
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Dwyer et al discloses an implant having a body (100) having a central canal (36) and 
coupled to an articular surface (ball connected to neck element 26, element 26 is connected to 
insert 12 and the other surface of the insert 12 is connected to the central canal (36) of body (14); 
a shaft (18) is coupled to the body and the shaft can be removed from the patient after 
implantation of the prosthesis without removing the body. 

Additionally, the device is configured for replacing a hip joint or is capable of being 
inserted into a shoulder joint. Additionally, the shaft can be called a nail. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the Muhlhausler et al reference by changing the oblong head with 
the oval head of the Dwyer et al reference in order to fit the prosthesis to an regular acetabular 
cup in a patient's hip. 

Regarding the opening and closing of the access aperture, it is an inherent characteristic 
of insertion of implant within the human body to create an access aperture before the implant is 
inserted and then closing the same aperture after the implantation is completed. 

Regarding the removal of a shaft and replacement of a second shaft, the device is capable 
of being replaced by a second shaft without removing both the body and the head is required. 
The specification clearly disclose that the shaft can be loosened during operation in order to 
adjust the shaft length or the rotation position of the shaft, therefore, if n3cessary the shaft is 
capable of being replaced if the shaft is damage, or get loosened in the intramedullary canal or 
the patient needs a longer shaft. 
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It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the steps above for the purpose of replacing an old shaft by a new 
one. 

Regarding claims 42-51; 52-59 & 60-74, Muhlhausler et al does not disclose a plurality 
of shafts. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have a modular implant having a plurality of different shafts in order to 
select the appropriate shaft for each patient. Additionally, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to have a aplurality of 
different shafts capable of being replaced if the shaft is damage, or get loosened in the 
intramedullary canal or the patient needs a longer shaft. 

Regarding claims 44, 45, 55 & 63-64, it would have been obvious to one having ordinary 
skill in the art at the time the invention was made to modify the threaded connection of the shaft 
with the body with a Morse taper connection because at the time the invention was made, it 
would have been an obvious matter of design choice to a person of ordinary skill in the art to 
modify the threaded connection with the Morse taper connection because Applicant has not 
disclosed that by having a Morse taper connection provides an advantage, is used for a particular 
purpose, or solves a stated problem. One of ordinary skill in the art, furthermore, would have 
expected Applicant's invention to perform equally well with the threaded connection because it 
would perform equally as well. 

Therefore, it would have been an obvious matter of design choice to modify Muhlhausler 
et al reference to obtain the invention as specified in claims 44 & 45. 
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Regarding the shaft removal, it would have been obvious to one having ordinary skill in 
the art at the time the invention was made to modify the Dwyer et al reference by using a 
delivering tool, such as a pliers, in order to insert or remove the prosthetic shaft. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alvin J. Stewart whose telephone number is 571-272-4760. The 
examiner can normally be reached on Monday-Friday 7:00AM-5:30PM(1 Friday B-week off). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dave Isabella can be reached on 571-272-4749. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Alvin J Stewart/ 

Primary Examiner, Art Unit 3774 

February 12, 2009. 



